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DETAILED ACTION 
Notice to Applicant 

1 . This action is in response to communications: 

a. Original Application as filed on October 27, 2000, and 

b. Information Disclosure filed on October 27, 2000. 

2. Claims 1-19 have been considered. Claims 1,13,15, 16, 17 and 19 are independent 
claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1 and 16-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claim 1 needs to be directed towards a "computer- 
implemented" method. Claims 16-18 recite a data structure stored on a computer-readable 
medium. The claimed data structure comprises non- functional descriptive data which renders 
the claim non-statutory. Mere data stored on a disk constitutes non-statutory subject matter 
because there exists no functional interrelationship. 

To expedite a complete examination of the instant application the claims rejected under 
35 U.S.C. 101 (nonstatutory) above are further rejected as set forth below in anticipation of 
applicant amending these claims to place them within the four statutory categories of invention. 
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Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-19 are rejected under 35 U.S.C. 102(b) as being anticipated by Benade et al. 
("Benade"), U.S. Patent No. 5,621,864. 

Independent Claim 1 

Benade discloses a method of generating a variable data file to be used to generate 
custom printed articles (see Abstract and Figures), the method comprising the steps of 

reading a template including a plurality of tokens (see Summary; see col. 6, at line 34 
through col. 10, at line 24; col. 15, lines 60+ -» compare plurality of tokens with "indicia"); 

generating a data structure including a plurality of printed article ID's (see Summary; 
col. 5, lines 15-53; col. 6, lines 35-52; col. 13, lines 41-44; col. 16, lines 6-20 — ► database or data 
file used to drive the printer to produce indicia correspondence; see also Figure 13); 

identifying a record in a database using a first printed article ID (see Summary; col. 8, 
lines 1-5; col. 12, lines 30-34; col. 19, lines 43+ — ► matched to a database input); and 

extracting data from a field of the record which is specified by a first token in the 

plurality of tokens (see Summary; col. 8, lines 12-18, 36-56; col. 
12, lines 26-30; col 19, lines 43+ — ► indicia generator responds to the selection of data input and 
generates the series of indicia specified), and 
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outputting the data to the variable data file (see Summary; col. 5, lines 15-53; col. 8, 
lines 47-67 to col. 9, lines 1-10; col.13, lines 44-63). 
Claim 2 

Benade discloses the method according to claim 1 further comprising the steps of: 
incrementing an index to point to a second printed article ID in the data structure in 
response to reading a second token in the template (see Figure 2; col. 12, lines 53-67 to col. 13, 
lines 40 — ► increments label count, the horizontal position variable, and the value of the label 
indicia). 

Claim 3 

Benade discloses the method according to claim 1 further comprising the step of: 
outputting plain text included in a third token to the variable data file (see Figures 7 and 
8; col. 2, lines 13-15; col. 4, lines 4-6; col. 9, lines 18-21; col. 17, lines 7-25 i.e. "create text"). 
Claim 4 

Benade discloses the method of claim 1 wherein the step of identifying a record in a 
database comprises the step of: 

using the order ID and printed article ID to identify a record in a database (see 
Summary; col. 8, lines 1-5; col. 12, lines 30-34; col. 19, lines 43+ — > matched to a database 
input; col. 12, lines 53-67+ — ► order values as stored in database). 

Claim 5 

Benade discloses the method according to claim 1 wherein the step of generating a data 
structure comprises the sub-step of: 
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producing an array of printed article IDs f in which the printed article IDs are arranged 
in order corresponding to the layout of corresponding printed articles on a printing medium (see 
col. 7, lines 7-28 — > an array of n by m labels designated by definition). 

Claim 6 

Benade discloses the method according to claim 1 further comprising the steps of: 
incrementing an index to point to a second printed article ID in the array in response to 
reading a second token in the template (see Figure 2; col. 12, lines 53-67 to col. 13, lines 40 — > 
increments label count, the horizontal position variable, and the value of the label indicia; see 
also col. 7, lines 7-28). 
Claim 7 

Benade discloses the method of claim 1 wherein the step of generating a data structure 
comprises the sub step of: 

generating a data structure comprising a plurality of entries, each of which includes a 
printed article ID (see Summary; col. 5, lines 15-53; col. 6, lines 35-52; col. 13, lines 41-44; col. 
16, lines 6-20 — > database or data file used to drive the printer to produce indicia 
correspondence; see also Figure 13). 

Claim 8 

Benade discloses the method according to claim 1 further comprising the step of: 
calling a function specified by a function named in the first token to process the data (see 
col. 16, at line 21 through col. 19, at line 42 — > Label Generator Application Functional Flow. 
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Claim 9 

Benade discloses the method according to claim 8 wherein processing performed by the 
function comprises a sub-step of: 

validating the data (col. 16, lines 43-48 — ► Status Area is always active and reports error 
messages if data invalid). 

Claim 10 

Benade discloses the method according to claim 8 wherein processing performed by the 
function comprises a sub-step of: 

formatting the data (col. 16, lines 50+ — > i.e. label functions: create, copy, edit, etc.). 
Claim 11 

Benade discloses the method of claim 1 wherein the step of generating a data structure 
comprises the sub step of: 

generating an array having a number of columns equal to a number of columns in which 
printed articles are printed on a web, and a number of rows equal to a number of rows of printed 
articles to be printed on the web, in which each array entry includes a order ID and a printed 
article ID (see col. 7, lines 7-28; col. 11, lines 32-67 to col. 12, lines 1-33; col. 14, lines 33+ 
array matrix of n times m printed to web). 

Claim 12 

Benade discloses the method according to claim 1 1 wherein the step of generating a data 
structure comprises the sub-steps of: 

for each column in which articles are to printed on a web (col. 14, lines 33-60): 
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reading a first data structure which indicates a layout of groups of printed 
articles on the web to identify a group of printed articles at a group position on the web 
(col. 12, lines 8-33 — » retrieves data file from memory of processor to identify label and 
to generate layout); 

reading a second data structure which indicates an arrangement of printed 
articles within the group of printed articles to identify a printed article at a printed 
article position within the group (col. 12, lines 53+ — * increments label count and 
compared with maximum value to determine position within group of labels on the web), 

writing a printed article ID to an array which corresponds to the layout of printed 
articles on the web based on information read from the first and second data structures 
(see col. 7, lines 7-28; col. 11, lines 32-67 to col. 12, lines 1-33; col. 14, lines 33+ — ► 
array matrix of n times m printed to web). 
Independent Claim 13 

Benade discloses a computer readable medium containing programming instructions for 
generating a variable data file to be used to generate custom printed articles (see Abstract; 
Summary; see also col. 8, lines 5-15 and Figure 14 — > program control instructions), the 
computer readable medium including programming instructions for: 

reading a template including a plurality of tokens (see Summary; see col. 6, at line 34 
through col. 10, at line 24; col. 15, lines 60+ — ► compare plurality of tokens with "indicia"); 

reading a data structure including a plurality of printed article ID's (see Summary; col. 
5, lines 15-53; col. 6, lines 35-52; col. 13, lines 41-44; col. 16, lines 6-20 — ► database or data file 
used to drive the printer to produce indicia correspondence; see also Figure 13); 
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identifying a record in a database using a first printed article ID (see Summary; col 8, 
lines 1-5; col. 12, lines 30-34; col. 19, lines 43+ — > matched to a database input); and 

extracting data from a field of the record which is specified by a first token in the 

plurality of tokens (see Summary; col. 8, lines 12-18, 36-56; col. 
12, lines 26-30; col 19, lines 43+ — ► indicia generator responds to the selection of data input and 
generates the series of indicia specified), and 

outputting the data to the variable data file (see Summary; col. 5, lines 15-53; col. 8, 
lines 47-67 to col. 9, lines 1-10; col.13, lines 44-63). 

Claim 14 

Benade discloses the computer readable medium according to claim 13 wherein the 
programming instructions for generating a data structure include programming instructions for: 

generating a array having a number of columns equal to a number of columns in which 
printed articles are printed on a web, and a number of rows equal to a number of rows of printed 
articles to be printed on the web, in which each array entry includes a order ID and a printed 
article ID (see col. 7, lines 7-28; col. 11, lines 32-67 to col. 12, lines 1-33; col. 14, lines 33+). 

Independent Claim 15 

Benade discloses a system for producing custom printed articles comprising: 
a high speed printer (see Figure 1; col. 5, lines 54-67 to col. 6, lines 1-33), 
a computer electrically coupled to the high speed printer the server (see Figure 1 ; 
Summary; col. 4, lines 55-67 to col. 5, lines 1-53), including: 
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a means for reading a template including a plurality of tokens (see Summary; see col. 6, 
at line 34 through col. 10, at line 24; col. 15, lines 60+ — ► compare plurality of tokens with 
"indicia"), 

a means for reading a data structure including a plurality of printed article ID's (see 
Summary; col. 5, lines 15-53; col. 6, lines 35-52; col. 13, lines 41-44; col. 16, lines 6-20 — ► 
database or data file used to drive the printer to produce indicia correspondence; see also Figure 
13), 

a means for identifying a record in a database using a first printed article ID (see 
Summary; col. 8, lines 1-5; col. 12, lines 30-34; col. 19, lines 43+ — > matched to a database 
input), 

a means for extracting data from a field of the record which is specified by a first token 
included in the plurality of tokens (see Summary; col. 8, lines 12-18, 36-56; col. 12, lines 26-30; 
col 19, lines 43+ — > indicia generator responds to the selection of data input and generates the 
series of indicia specified), and 

a means for outputting the data to a variable data file (see Summary; col. 5, lines 15-53; 
col. 8, lines 47-67 to col. 9, lines 1-10; col.13, lines 44-63). 

Independent Claim 16 

Benade discloses a computer readable medium having stored thereon a data structure 
comprising: 

a text file (see Figures 7 and 8; col. 2, lines 13-15; col. 4, lines 4-6; col. 9, lines 18-21; 
col. 17, lines 7-25 — > i.e. "create text") including: 
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a field name identifying a field in a database (see Figure 14; col. 16, lines 6-20; col. 19, 
lines 43-67 to col. 20, lines 1-16 — > social security #, ID #, etc.), and 

a setting which indicates a row and a column of a logical page (see Figure 2 and 3; col. 
7; lines 19-28; col. 12, lines 53-67 to col. 13, lines 1-40 — ► horizontal and vertical position on the 
N times M matrix). 

Independent Claim 17 

Benade discloses a computer readable medium having stored thereon a data structure 
comprising: 

an array having a number of columns equal to the number of columns in which a 
plurality of printed articles are to be printed, and a number of rows equal to a number of rows in 
which the plurality of printed articles are to be printed, the array including a plurality of array 
entries each of which includes a printed article ID (see col. 7, lines 7-28; col. 11, lines 32-67 to 
col. 12, lines 1-33; col. 14, lines 33+). 

Claim 18 

Benade discloses the computer readable medium according to claim 17 wherein: 

each array entry includes a printed article group ID (see generally col. 11, lines 32+; col. 

12, lines 34+; see specifically col. 13, lines 41-63 — > generates a master data file of a designated 

group of labels). 

Independent Claim 19 

Benade discloses a system for producing custom printed articles comprising: 
a high speed printer (see Figure 1; col. 5, lines 54-67 to col. 6, lines 1-33), 
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a computer electrically coupled to the high speed printer the server (see Figure 1 ; 
Summary; col. 4, lines 55-67 to col. 5, lines 1-53) including: 

a processor programmed to (see Figure 1; Summary; col. 4, lines 55-67 to col. 5 5 lines 1- 
53; see also col. 8, lines 5-15 and Figure 14): 

read a template including a plurality of tokens (see Summary; see col. 6, at line 

34 through col. 10, at line 24; col. 15, lines 60+ — ► compare plurality of tokens with 

"indicia"), 

read a data structure including a plurality of printed article ID's (see Summary; 
col. 5, lines 15-53; col. 6, lines 35-52; col. 13, lines 41-44; col. 16, lines 6-20 — ► database 
or data file used to drive the printer to produce indicia correspondence; see also Figure 
13); 

identify a record in a database using a first printed article ID (see Summary; col. 
8, lines 1-5; col. 12, lines 30-34; col. 19, lines 43+ — ► matched to a database input); 

extract data from a field of the record which is specified by a first token included 
in the plurality of tokens (see Summary; col. 8, lines 12-18, 36-56; col. 12, lines 26-30; 
col. 19, lines 43+ — > indicia generator responds to the selection of data input and 
generates the series of indicia specified), and output the data to a variable data file(sec 
Summary; col. 5, lines 15-53; col. 8, lines 47-67 to col. 9, lines 1-10; col.13, lines 44-63). 
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Conclusion 



7. 



The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure. 



US 6505980 Bl 
US 5467433 A 
US 4939674 A 



USPAT 
USPAT 
USPAT 



20030114 
19951114 
19900703 



Allday, Nik 

Lamprecht, Jr., Dale E. et al. 
Price, Macy J. et al. 



8. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Paul Nguyen-Ba whose telephone number is (703) 305-8776. 
The examiner can normally be reached on 9 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (703) 305-9792. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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